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Response to Arguments 

Applicant's arguments filed on 01/05/2009 with respect to claims 1-3 have 
been fully considered but they are not persuasive. 

In response to applicant's argument that the references fail to show a 
"minute oil leak gap" between the sliding surfaces of the alleged plunger and the 
alleged sleeve such that hydraulic oil can flow from said pressure chamber into 
said reservoir chamber via said minute oil leak gap, must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art, is not persuasive. 

DOMENICHINI teaches a minute oil leak gap (See figure below). The oil 
leak gap allows oil to flow from said pressure chamber into said reservoir 
chamber via said minute oil leak gap in the instance where the piston (24) is 
rapidly extended from the shock body and then suddenly stopping the extension 
leaving the valve open for a short period of time. Stiction from the piston O-ring 
will prevent the piston valve from closing immediately. During this time oil can 
flow from the pressure chamber to the reservoir chamber via said minute oil leak 
gap. 
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FI6.3 

In response to applicant's argument that the references fail to show a "the 
return chamber is defined under the sleeve so as to communicate with said 
reservoir chamber," must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention 
from the prior art, is not persuasive. 

DOMENICHINI teaches an annular duct (48) between itself and the inner 
tube (16). An upper chamber (50), defined inside the cylinder (16) between the 
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piston (23) and the annular cylinder head (28), communicates at the top with 
annular duct (48) by way of an elbow passage (52) in the form of holes bored in 
the cylinder head (28) (Col. 3 lines 63-69) (Fig. 2). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



Claim 1 is rejected under 35 U.S.C. 103(a) as being anticipated by 
DOMENICHINI (4,752,062) in view of CHAN (2002/0171223). 

Regarding Claim 1, DOMENICHINI teaches "an auto-tensioner for engine 
accessories" as vehicle hydraulic shock absorbers. The reference anticipates 
the current application because it is contains all the structural components and is 
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capable of performing the same functions of the claimed auto tensioner disclosed 
in the current application (MPEP 21 14). DOMENICHINI teaches "a cylinder 
having an open top end" as a middle tube (14) (Col. 3, lines 13-18, Fig. 2) inside 
the shock absorber (10) (Col. 3, lines 13-18, Fig. 2). The open end is displayed 
in Fig. 2. DOMENICHINI teaches "a sleeve having a bottom and inserted in said 
cylinder" as an inner tube (1 6) inside the shock absorber (10). DOMENICHINI 
teaches a "seal member mounted to said cylinder at said open top end to prevent 
leakage of hydraulic oil in said cylinder" as a piston (23) (Col. 3 lines 25-35, Fig. 
2) fixed to a rod (24) (Col. 3 lines 25-35, Fig. 2) which extends in a sealed 
manner through the upper cylinder head. Hydraulic oil is in the shock absorber 
(Col. 4 lines 67-68, Fig. 2). Since the piston is sealed within the outer tube, the 
hydraulic oil is prevented from leaking. DOMENICHINI teaches "in said cylinder, 
a rod slidably extending through said seal member, a plunger connected to a 
bottom end of said rod so as to be slidable in said sleeve" as a piston (23) fixed 
to a rod (24) which extends in a sealed manner through the upper cylinder head 
(18) (Col. 3 lines 25-35, Fig. 2) which slides within the cylinder (16) (Col. 3 lines 
25-35, Fig. 2). The piston (23) corresponds with the plunger in the current 
application. DOMENICHINI teaches a "plunger defining a reservoir chamber and 
a pressure chamber in said cylinder over and under said plunger, respectively" 
as an upper chamber (50) (Col. 3 lines 53-67, Fig. 2) and a lower chamber (46) 
(Col. 3 lines 53-67, Fig. 2). The pressure chamber is corresponds to the lower 
chamber (32) (Col. 3 lines 53-67, Fig. 2) since it is below the piston (23). The 
reservoir chamber corresponds to the upper chamber (50) since it is above the 
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piston (23). The piston (23) corresponds with the plunger and thus defines the 
reservoir and pressure chambers in the current application. DOMENICHINI 
teaches "and having a passage through which said pressure chamber 
communicates with said reservoir chamber" and "a check valve provided at said 
passage to close said passage when a pressure in said pressure chamber 
exceeds a pressure in said reservoir chamber " as a valve containing piston (23) 
which, during extension, the oil is made to pass from the upper chamber (46) by 
way of the members for regulating braking of the valve containing piston (23) 
(Col. 5 lines 8-1 1 , Fig. 2, Fig. 3, Fig. 4). During compression, the hydraulic oil in 
the shock absorber is made to pass through the main compression valve and 
conveyed to the compensation chamber through the communication ducts (88) 
(Fig. 3, Fig. 4), (90) (Fig. 3, Fig. 4), the lateral passage (91) (Fig. 3, Fig. 4), the 
annular space (68) (Fig. 3, Fig. 4) and the passage (70) (Fig. 3, Fig. 4), thus the 
hydraulic oil does not pass through the valve containing piston (23), during 
compression (Col. 4 lines 67-68, Col. 5 lines 1-4, Fig. 2, Fig. 3, Fig. 4). 

DOMENICHINI does not teach "a return spring mounted around said 
cylinder to bias said rod outwardly of said cylinder" 

CHAN teaches a spring (40) around the shock absorber (Fig. 1 , Fig. 2, 
Fig. 3, Fig. 4). 

It is obvious to one of ordinary skill in the art at the time the invention was 
made to combine the shock absorbers in DOMENICHINI with the spring in CHAN 
because it is well known in the art that shock absorbers for an automotive 
suspension use springs on the outside of the outer tube. There is motivation to 
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combine since the spring is required for the automobile's suspension to work at 
all when dampers such as the one in DOMENICHINI are used. The combination 
results in predictable results since the spring mounted around the cylinder is the 
most common embodiment when using a shock absorber in an automobile 
suspension. 

DOMENICHINI teaches "wherein a minute oil leak gap is formed between 
sliding surfaces of said sleeve and said plunger such that hydraulic oil can flow 
from said pressure chamber into said reservoir chamber via said minute oil leak 
gap" The oil leak gap allows oil to flow from said pressure chamber into said 
reservoir chamber via said minute oil leak gap in the instance where the piston 
(24) is rapidly extended from the shock body and then suddenly stopping the 
extension leaving the valve open for a short period of time. Stiction from the 
piston O-ring will prevent the piston valve from closing immediately. During this 
time oil can flow from the pressure chamber to the reservoir chamber via said 
minute oil leak gap. See figure below. 
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DOMENICHINI teaches "a return chamber is defined under said sleeve so 
as to communicate with said reservoir chamber" as an annular space (68) 
defined between the two parts (58) (Fig. 3, Fig. 4) and (60) (Fig. 3, Fig. 4) of the 
valve-containing body and communicates with the interspace or compensation 
chamber (44) through a passage (70) (Fig. 3, Fig. 4). The valve (62) (Fig. 3, Fig. 
4), shown in broken lines since it is not located in the sectional plane of Fig. 3, is 
an automatic compensation valve which opens so that the compensation 
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chamber (44) communicates with the lower chamber (46), in a known manner, 
during extension of shock absorber (Col. 4 lines 14-23, Fig. 2, Fig. 3, Fig. 4). 
The DOMENICHINI teaches "bottom of said sleeve being formed with a valve 
hole" as an auxiliary compression valve (66) (Fig. 3). The valve necessarily has 
a valve hole when the valve opens. It can be seen in Fig. 3. DOMENICHINI 
teaches "through which said return chamber communicates with said pressure 
chamber" as downstream of the disk (84), a communication duct (91) serves to 
establish a communication between the lower chamber (46) and the annular 
space (68) and compensation chamber (44) when the valve (66) is open (Col. 4 
lines 58-68, Fig. 2, Fig. 3). The communication duct (91 ) and annular space (68) 
can be interpreted as the return chamber. DOMENICHINI teaches " comprising 
a relief valve provided at said valve hole to open said valve hole if the pressure in 
said pressure chamber exceeds a set pressure" as an auxiliary compression 
valve (66) designed to open during contraction of the shock absorber. The valve 
(66) includes an obturator disk (92) biased by a rigid spring (94). The auxiliary 
compression valve (66) opens to prevent total blockage of the shock absorber. 
In practice, the shock absorber passes from a state where it is softer to a state 
where it is more rigid and hence its damping force during compression when 
rolling occurs is greater than that during compression when jerking occurs (Col. 5 
lines 46-58). 
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Regarding Claim 2, DOMENICHINI teaches "wherein said return chamber 
communicates with said reservoir chamber through at least one axial groove 
formed in a surface between said sleeve and said cylinder," DOMENICHINI 
teaches an annular duct (48) between itself and the inner tube (16). An upper 
chamber (50), defined inside the cylinder (16) between the piston (23) and the 
annular cylinder head (28), communicates at the top with annular duct (48) by 
way of an elbow passage (52) in the form of holes bored in the cylinder head (28) 
(Col. 3 lines 63-69) (Fig. 2). The annular duct corresponds to axial groove. 

Regarding Claim 3, DOMENICHINI does not teach "wherein the surface in 
which said at least one axial groove is formed is an outer peripheral surface of 
said sleeve." DOMENICHINI teaches an annular duct (48) between itself and the 
inner tube (16). An upper chamber (50), defined inside the cylinder (16) between 
the piston (23) and the annular cylinder head (28), communicates at the top with 
annular duct (48) by way of an elbow passage (52) in the form of holes bored in 
the cylinder head (28) (Col. 3 lines 63-69) (Fig. 2). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
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See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to HENRY LIU whose telephone number is 
(571) 270-7018. The examiner can normally be reached on Mon-Thurs 7:30am - 
5:00pm ET. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, ROBERT SICONOLFI can be reached on (571) 272- 
71 24. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/HENRY LIU/ 
Examiner, Art Unit 3657 



/Robert A. Siconolfi/ 
Supervisory Patent Examiner, Art 
Unit 3657 



